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- The MAILING DATE of this communication appears on the cover sheet with the correspon<ience address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply v^ill. by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to comnnunication(s) filed on 18 May 2004 . 
2a)n This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 33-42 is/are pending in the application. 

4a) Of the above claim(s) 34.35,37,38 and 40-42 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed, 

6) 13 Claim(s) 33.36 and 39 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawjng(s) filed on is/are: aO accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(aHd) or(f). 
a)n All b)n Some * €)□ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) 13 Notice of References Cited {PTO-892) 4) □ Interview Summary (PTO-413) 

2) ED Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No{s)/Mail Dale. . 

3) □ Information Disclosure Statement(s) (PT01449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No{s)/Mail Date . 6) EH Other: . 
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1 . Claims 34,35,37,38,40-42 are withdrawn from further consideration pursuant to 
37 CFR 1 .142(b) as being drawn to a nonelected group, there being no allowable 
generic or linking claim. Election was made without traverse in the paper received 18 
May 04. It is noted that new claim 42 is a method claim and stands non-elected since 
Applicant elected the apparatus claims. There is at least one-way distinctness between 
the method claim and the apparatus claims, such as the method not requiring a micro- 
metering system. 

2. Claims 33,36 and 39 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 33, it is not clear what weight should be given to the range-within-a- 
range phrase "in particular made of polyurethane elastomers". 

In claim 33, the phrase "waxes or oils and silicones in a solvent mixture" could be 
interpreted numerous ways, so it is not clear what weight should be given to it. Is it 
"(waxes or oils) and (silicones in a solvent material)" or is it "(waxes) or (oils and 
silicones in a solvent material)" or is it "(waxes or (oils and silicones)) in a solvent 
material" or several other possibilities? 

Claim 39 is indefinite since it references material that was set forth in the parent 
claim using alternative language (or). It is not clear if this additional language should be 
given weight as part of an alternative structure or as part of a critical structure. For this 
action, it will be given weight as an alternative structure. 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in tills or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 33,36 and 39 (as understood) are rejected under 35 U.S.C. 102(b) as 
being anticipated by Pearl, who shows a cutting head (36) having a blade holder (70) 
having a bore (78) therein. The bore (78) holds a cutting knife (30) and a feeding pipe 
(74). The feeding pipe is connected to a metering system (84) and feeds oil, silicone, 
detergent and water (lines 7 and 8, column 4) which has the effect of making the cut 
pieces more likely to stay separated. Pearl meets the limitations of the outlet end of the 
feeding pipe being adjacent to the knife, rather than the alternative recitation that the 
outlet end of the feeding pipe connects to a bore that runs thru the cutting knife with a 
rounded taper. 

5. Made of record but not relied on are patents to Gay, Leini and Johanson and two 
Japanese teaching the sending of oils to the blades, and patents to Kleber and Simpson 
teaching separating agents. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken Peterson whose telephone number is 703-308- 
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2186. The examiner can normally be reached on Monday thru Thursday between 7am 
and 4pm. 

In lieu of mailing, it is encouraged that all formal responses be faxed to 703-872- 
9306. If attempts to reach the examiner are unsuccessful, the examiner's supervisor, 
Allan Shoap can be reached on 703-308-1082. Any inquiry of a general nature or 
relating to the status of this application should be directed to the receptionist whose 
telephone number is 703-308-1 148. 

kp 

June 14, 2004 




